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REMARKS 



Status of the Claims 

Pending claims 

Claims 1 to 33 are pending. 



Claims added and canceled in the instant amendment 

In the present response, new claims 34 to 38 are added, and claims 2 to 3 , 14, 17 to 25, 
^ 27, and 32, are canceled, vrfthout disclaimer or prejudice. Thus, after entry of the in stant ; 



amendment, claims 1, 4 to 13, 15, 16, 26, 28 to 31 and 33 to 38, will be pending anc under- 
examination. 

Applicants respectfully request entry of the amendments set forth in this response under 
37 CFR §1.116. The amendment places the case in condition for allowance aijd pla :es thexase in 
better condition for appeal; the amendment does not raise any issues of new miatter; and, tt€ 
amended claims do not present new issues requiring further consideration or search. ; 

A llawable subject matter 

Applicants thank the Examiner for finding that claim 33 is allowed, and claims ;4, 14 and 
16 appear to be allowable over the prior art but are objected to because they depend on a rejected 
base claim. 

Outstanding Rejections 

Claim 30 is rejected under 35 U.S.C. §1 12, second paragraph. Claims 3 15, 1£ to 24, 26 
and 27 remain rejected under 35 U.S.C. §112, first paragraph, written description re quirenient. The 
rejection of claims 1 to 3, 5 to 13, 15 and 17 to 27 is maintained and claims 28 to 3S are newly 
rejected under 35 U.S,C. §1 12, first paragraph, enablement requirement 

Applicants respectfully traverse all outstanding objections to the specific ation fud 
rej ection of the claims. 
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The specification sets forth an extensive description of the invention in i he amtinded 
claims. For example, support for methods for hydrolyzing a-glycosidic bonds capa ble of Iseing 
hydrolyzed by a polypeptide having an a-galactosidase activity comprising contact] Qg a compound 
having the a-glycosidic bond with an effective amoimt of a polypeptide having at I< ast a 95% or 
97% amino acid identity to an amino acid sequence set forth in SEQ ID N0:4, havi ig at least a 95% 
or 97% amino acid identity to an amino acid sequence as set forth in amino acids 1 to 364 of SEQ 
ID NO:4j or enzymatically active fragments thereof, wherein the polypeptide has a galactosidase 
activity can be found, inter alia, in on page 6, lines 7 to 2 1 ; page 1 0, lines 7 to 1 1 ; p age 1 2i lines 6 to 
10, of the specification. Accordingly, no new matter has been added and the amen< ment c:an be 
properly entered. 

Objections to the Claims 

The Patent OflQce objected to claims 22 to 24, 28;, 29, 3 1 . The instant ai lendmbnt 
addresses this issue. 

Issues under 35 U.S.C. §112, second paragraph 

Claim 30 is rejected imder 35 U.S.C. §112, second paragraph. The inst£ nt amendment 
addresses this issue. 

Issues under 35 U.S. C. $1 12. first paragraph 
Written Description 

Claims 3, 15, 18 to 24, 26 and 27 remain rejected under 35 U.S.C. §1 12 first paragraph, 
as allegedly containing subject matter which was not described in the specification n such a way as 
to reasonably convey to one skilled in the art that the inventors at the time the appli nation was filed 
had possession of the claimed invention ("written description requirement'^). 

The Patent OflBce notes that the specification discloses the structure of t le alpba- 
galactosidase of SEQ ID NO:4. 
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Applicants respectfully submit that the claimed invention is sufficiently described in the 
specification so that one of ordinary skill in the art would be able to ascertain the sc ope of Ihe 
claims with reasonable clarity and recognize thai Apphcants' were in possession of the claimed 
invention at the time of filing. Applicants respectfully submit that describing a gen is of 
polynucleotides in terais of physico-chemical properties (e,g,, a % sequence identit ^ or stringent 
hybridization to an exemplary nucleic acid, e.g., SEQ ID N0:4) and function (e.g., mcodiitg a 
polypeptide having alpha-galactosidase activity) satisfies the written description re< uiremftnt of 
section 112, first paragraph. Applicants respectfully submit that the pending claims meet the 
written description requirement under 35 U.S.C. §112, first paragraph, for reasons £ st fortii in 
Applicants previous responses, which are expressly incorporated herein. 

However, merely to expedite prosecution and allowance of this applicati on, claims 2 to 
3, 14, 17 to 25, 27, and 32, are canceled, without prejudice or disclaimer. The clain is were amended 
without prejudice or disclaimer to be directed to methods for hydrolyzing a-glycosi Mc bopds 
comprising, inter alia, contacting a compoimd having the a-glycosidic bond with a ] (olypej^tide 
having at least 95% (fix)m 70%) amino acid identity to SEQ ID NO: 4. Also, allows ble pending 
claims were amended to incorporate linutations of their base claims and/or to be de] lendent on 
allowable claims, or incorporate limitations of allowable claims. 

Accordingly, in light of the above remarks, Applicants respectfully subn it that the 
pending claims meet the written description requirements under 35 U.S-C- §1 12, fir rt paragraph. 

Enablement 

The rejection of claims 1 to 3, 5 to 13 and 15 is maintained and claims 1 7 to 27 are 
newly rejected under 35 U.S.C. § 1 12, first paragmph, as allegedly not described in i he specification 
in such a way as to enable one skilled in the art to which it pertains to make and/or i ise the ^invention 
(''enablement requirement")- 

The Patent Office states that the specification is enabling for a method fc r hydrolyzing a- 
glycosidic bonds by using the a-galactosidase of SEQ ID NO:4 (please see section ] 1 of the office 
action). 
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Applicants respectfully maintain that the specification enabled the skille 1 artissn at the 
time of the invention to identify, and make and use, a genus of alpha galactosidases to practice the 
claimed invention. Applicants respcctfiilly submit that the pending claims meet the enablement 
requirement under 35 U.S.C. §1 12, first paragraph, for reasons set forth in Applicar ts previous 
responses, which are e>q>ressly incorporated herein. 

However, merely to expedite prosecution and allowance of this applicati on, claims 2 to 
3, 14, 17 to 25, 27, and 32, are canceled, withoiit prejudice or disclaimer. Claims ere amnaded 
without prejudice or disclaimer to be directed to methods for hydrolyzing a-glycosi lie bonds 
comprising, inter alia, contacting a compound having the a-glycosidic bond "with a ] lolypeptide 
having at least 95% (from 70%) amino acid identity to SEQ ID N0:4. Also, allows ble pending 
claims were amended to incoipoiate limitations of their base claims and/or to be dq )endenj on 
allowable claims, or incorporate limitations of allowable claims. 

Applicants respectftjlly submit that the pending claims meet the enablerr ent recuirement 
under 35 U,S.C. §112, fir$t paragraph. In light of the above remarks. Applicants re; pectfiilly submit 
that the specification sufficiently described how to make and use the claimed methc ds to satisfy the 
requirements of 35 U.S»C. §1 12, first paragraph. Accordingly, Applicants respectfi Uy submit that 
the pending claims meet the written description and enablement requirements imdej 35 U,S-C. §1 12, 
first paragraph, and that this rejection can be properly withdrawn. 
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ii> CONCLUSION 

In view of the foregoing amendment and remarks. Applicants respectfiil y aver;that the 
Examiner can properly withdraw the rejection of the pending claims under 35 U,S.( I, §112, first 



o 



^ paragraph. Applicants respectfully submit that all claims pending in this applicatio; i are ir' 



condition for allowance. The issuance of a foimal Notice of Allowance at an early iate is ; 
respectfully requested. 

In the event the U.S. Patent and Trademark office determines that an exl snsion and/or 
other relief is required, applicant petitions for any required relief including extensio as of time and 
authorizes the Commissioner to charge the cost of such petitions and/or other fees c ue in connection 
with the filing of this document to Deposit Account No. 03-1952 referencing docke ; no. 
564462000312. However, the Commissioner is not authorized to charge the cost ol the is^e fee to 
the Deposit Account ■ 

As noted above> Applicants have requested a telephone conference with the undersigned 
representative to expedite prosecution of this application. After the Examiner has r rviewed the 
instant response and amendment, please telephone the undersigned at 858 720 5133. 



Dated: January 24, 2005 Respectfully submifted/ 

By. 

Gregory P. Ernhom 

Registration No.: 38,440 
MORRISON & FOERSTER LLP 
381 1 Vgdley Centre Drive, Suite 50C 
San Diego, California 921 30 
(858)720-5133 
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